Remarks 

Claims J -20 are in the case. All claims stand rejected. Claims 2, 7 and 12 have been 
amended to conect typographical errors. Formal drawings are endosed. 'Hie grounds of rejection 
are traversed and reconsideration is respectftUly requested. 

Invention Disclosure Statement 

Applicant requests consideration of the references listed in the enclosed invention 
disclosure statement, including tlie favorable Written Opinion and Intenmtional Search Report. 

Objections to the Drawings 

The formal drawings submitted herewith ai^e believed to address the objections 
concerning extraneous matter. 

Claim Rejections ■■ 35 tJSC § 112 

Claims 7 and 12 have been amended to correct the typographical errors that were noted 
by tlie Examiner. 

Ciaim Rejections - 35 USC § 102 

Claims 1 -4 and 7-9 are rejected under 35 U.S.C. 102(b) as being anticipated by Kapandji 
(FR 2 660 856 Al), The Examiner takes the position that Kapandji discloses an implant 1 
comprising a stem 20 and a head 4 (see Fig, 2), the implant having holes 26 passing through 
positions near both ends of the stem 20 and being capable of accepting a suture, and the head 4 
including a 200 degree arc. The Examiner considers component 30 to be a portion of the 
platform or an extension, and further takes the position that component 30 includes holes 27 
through which a suture could be passed. 

Applicant traverses on grounds tlmt a prima facie case of anticipation has not been 
established. It is respectfully suggested that Kapandji is being misinterpreted, and that Kapandji 
does not leacb all of the limitations of the claimed invention. As can be seen in Figures 2, 3 and 4 
of Kapandji. the cited reference teaches an implant that ditTers markedly in stmcture and 
function from that of the claimed invention. The Kapandji implant consists generally of a female 
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part 2, a fixation means 30 for the female part 2, a male part 3, and a fixation mean 7 for die 
maJe part The fenale part 2 is implanted in a diaphyseal region of the ulna and is configured to 
arncul.ite wiih Oie mak pdtl 3 v':v> ":\MarUv! t ^ui .-^ -'noj tiie uhi.i As shown m 
Kopandjt Fmurt'S ^ Oiid 4, lh^^ i,cpiuu\^ *-'''\.uion niedus 7 '^0 dit Lonfii:uit.'d iccfi\c flxaiion 
slic'Vw 2'> 44 in fyii-fnmau wnh ihsough bores in the stems 20, 40 of ihe rcspev.1ise temdle and 
male paits 2, 3. The Examiner interprets Kapatidji component 4 as being a ''head," but this 
component of Kapandji is in fact an open cavity 4 ("cavitie ouvert 4") tiiat is formed in a well 10 
("un puits 10"), The well 10 and its open cavity 4 are integiaiiy formed with tiie stem 20 of the 
female part 2, and are configured to articulate with the head 5 of the male part 3, as clearly 
shown in Figures 3 and 4. Appiicant respectfully suggests that Kapandji 's open cavit>' 4 cannot 
be imerpreted as disclosing the head 14 of applicant's claimed invention. 

Kapandji clearly does not teach various other elements of at least claim 1, including at 
least the folio wng, Kapandji does not teach an elongated stem "wherein suture holes are 
provided at or near the second end for receiving sutures attaching the implant to the soft tissue." 
Nor does Kapandji teach *'a head having a triangulated configuration," As can be seen in 
Kapandji Figures 3 and 4, the head/open cavity 4 of Kapandji is clearly not ''configured for 
mating with the sigmoid notch of the distal radius" since the head/open cavity 4 is positioned 
well above the sigmoid notch. Likewise, Kapandji does not teach "a head being further 
configured for attachment to the second end of the stem," 

Applicant notes that the International Search Report for the PCX counterpart of this 
application considered Kapandji as defining the general slate of the art but not being of particular 
relevance to the claimed invention, (Please see the Information Disclosure Statement filed 
con cunentl y h erewi th ) . 

Anticipation under 35 USC 102(b) requires the presence in a single prior art reference 
disclosure of each and every element of the claimed invention, arranged as in the claim. 
IJmiermam Maschimnfabrick GMBH v, American Hoist ami Derrick Co., 221 USPQ 481, 4S5 
(Fed. Cir. 1984); MPEP § 2131, The prior art reference must be such that a person of ordinary 
skill in the field of the invention would consider there to be no difference betw^een the claimed 
invention and the reference disclosure. Scripps Clime S: Research Foiimkitkm v. Gemntech 
Inc\, 927 F.2d 1565, IS USPQ.2d 1001, 1010 (Fed, Cir. 1991). Additionally, the prior art 
reference under 35 USC 102(b) must be enabling, thus placing the allegedly disclosed matter in 
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the possession of the public. Akzo N.r. v. (LS. Itiil Irade Comm'tK 808 F.2d 147K ) USPQ.2d 
1241, 1245 (Fed. Cir 1986) An anticipating reference must describe the patented subject matter 
witU Mirikient ciariu and detat) to e.stabli^h tiiat the isubject nuUier existed and Oiat its existence 
was recognised by persosis orordniai) ^kiil in the tleid of the invenuon AJV ('orp. \\ I yihii/, 
btc, 159 F M 534, 48 USPQ.2d 132!, 1328 (Fed Cir. m%) 

It is respectfully suggested that Kapat^dji does not teach each and every element of the 
claimed invention, and that Kapandji does not enable the claimed invention. Accordingly, a 
prima facie showi ng of anticipation has not been made. 

ClaiiM Rejections - 35 liSC; § 103 

Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over Coontey, 111 
et al. (6,302,915 Bi) in view of Stubstad (3,745,590), The Examiner takes the position that 
Cooney discloses the claimed invention except for the use of suture holes in portions of the 
device other than the head and except for the head having a ihrough-bore. The Examiner takes 
the position that Stubstad discloses a similar device 10 and teaches attaching a ligature or sttture 
22 through both the head U and the stem 16 platform 19 structure in order to provide a 
continuity of strength through the prosthesis and resist di.sioc-adon of the joint to be corrected 
while still providing unrestricted natural motion, citing Fig. 2; col, 1, lines 5-11; and col. 2, lines 
44-47. 

Applicant traverses on grounds that a prima facie showing of obviousness has not been 
established. Applicant does not agree with the Examiner's interpretation of Cooney and Stubstad, 
For example, as far as applicant can determine, neither Cooney nor Stubstad teach "a head 
having a triangulated configuration." hi iact, Cooney specifically teaches a spherical stixicture for 
Cooney's head 12, as follows: "By cross-referencing FIGS, 1, 2 and 3 A is can be seen that the 
head 12 is generally crown shaped and formed with a curved surface 18 for articulation with the 
sigmoid notch 20 of the distal radius 22." (Cooney, Cof 5, lines 4-8). As far as applicant can 
determine, Clooney provides no suggestion for providing any configuration for the head 12 other 
than spherical. To establish prima facie ob'V'iousness of a claimed invention, all the claim 
limitations must be taught or suggested by the prior art. MPEP § 2143.03, citing hi re Royka, 
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490 F 2d 981, 180 L'SPQ 580 (CCPA 1974) For this reason alone, the pioposed combination of 
Cooney in view of Stubstand fails to establish a prima facie case of obviousness. 

Otbei c!aim eiements are sunp^N .\n lo-.-xl . :t < oones and StubstaJ leferences, 
inciudnii: for example "aiuure lK>ies [2;^ 2^' ^v-ru ';rv.>\ .oed ai tiic prnxnnol and digital ends of 
the eMeiiMon [''^4]" and "the head fnc oJ/~";i.J a boic extending completeK Jhcicihiou^h " The 
Examiner takes the position that such missiiig elements are obvious, yet fails to point to any 
teaching, suggestion or motivation to combine the cited references in the manner of the claimed 
invention. Under the circumstances, it is respectful iy suggested that applicant's specification is 
being used as a bUieprint to engage in hindsiglit reconstaiction of the claimed invention. 

The Examiner takes the position that it would have been obvious to one having ordinary 
skiil in the art at the time the invention \vas made to provide the implant of Cooney with holes in 
portions other than the head, such as the stem and platform, in view of Stubstad, in order to 
provide a continuity of strength through the prostltesis and resist dislocation of the joint to be 
corrected while still providing unrestricted natural motion. Ilowever, the Examiner points to 
nothing in the cited references that would suggest or teach the claimed combination. Although 
the B-taminer takes the position that Stubstad teaches attaching a iigature or suture 22 through 
both the Stubstad head 11 and stem 16 platform structure 19, applicant can locate no such 
teaching, including m the portions of Stubstad that are cited by the Examiner (Fig. 2; col . 1, lines 
5- 1 1 ; and col . 2, lines 44-47). Stubstad discloses a unibody implant that clearly lacks many of tiie 
claimed features, such as an extension 34 and a head 14 confi^red for attachment to the 
extension 34. The Stubstad implant is for use in joints that require ait unrestricted orbiting 
motion, such as the trapeziimr and lunate bones of the wrist. Stubstand makes no mention of the 
uina or radius. Stubstand describes a unibody implant in which an affixed 'ligamentous element" 
protrudes substaiitially along an edge of the articulating surface of the implant. Stubstad does not 
discuss providing holes in the implant, but instead consistently describes the ligamentous 
element as being integral with or affixed to the implant. By disclosing an afftxed ligamentous 
element, Stubstad appears to teach away from providing a through bore for receiving a sutitre. 
Applicant fails to appreciate how Studstand's teaching of an implant having an integrally 
attached ligamentous structure somehow adds to the teaching of Cooney. It is therefore unclear 
to applicant how Stubstad can be interpreted as teaching or suggesting putting suture holes in 
both a head and stem, much less in tlie arrangement of the claimed invention. 
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Wn!i regaid to the particuiar locations of the vaiious holes, the Examiner takes tlie 
position that it also would have been obvious to have positioned these at anv of various locations 
on tile iit!\ice sjuct; a Uas been hekl thai mete lelocatton oi }V* u ul <in untrntion ins tils es onh 
touttne ikiW m the art cunig !n )l' ktjnksc, 86 LSPQ 70 ii<n\csci apphcasit is not incicK 
ioitKdting Mitutc holes, but is clasmins^ piaccmeiU i>f the suCuie holes ui the conteM of an miplaiU 
that has a different stmcture and flmction from that of the cited references. The cited references 
simply do not teach, suggest or motivate the claimed arrangement. 

The Examiner further takes the position that it would have been obvious to have selected 
a bore depth in the head within a range resulting in a through bore, since it has beeji held that 
where the general conditions of a ciaim are disclosed in the prior an, discovering the optimum or 
workable ranges involves only routine skill in the art, citing in re Alter, 105 USPQ 233. 
.Applicant fails to appreciate how a through bore can be considered to be an optimum or 
workable raitge, when in fact a through bore is a diffei^nt stajcture that enables different 
functions. 

The Examiner bears the initial burden of factually supporting a prima facie conclusion of 
obviousness. MPEP § 2142. To establish a prima facie case of obviousness, the examiner must 
demonstrate; (1) some suggestion or motivation, either in iht references themselves or in the 
knowledge generally available to one of ordinan? skill in the art, to combine reference teachings; 
(2) a reasonable expectation of success; and (3) that the references teach or suggest all of the 
claim limitations. Id. The teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art, and not based on the 
applicant's disclosure, kl To establish prima facie obviousness of a claimed invention, all the 
claim limitations must be iaugln or suggested by the prior art. MPEP § 2143.03, citing In re 
Royka, 490 F.2d 981, 180 USPQ 580 (CCPA 1 974). 

Because the cited references do not teach or suggest all of the ciaim limitations, and 
because there is no suggestion or motivation to combine the references in the manner of the 
claimed invention, it is respecttiully suggested that a prima facie case of obviousness has not been 
established. 
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For the foregoing reasons, applicant respectftiUy suggests that claims 1-20 are in a 
condition tor allowance. It is believed that this response has been filed within the appiicable time 
period for responding and that no extension of time is therefore required, but if an extension is 
required, appiicant hereby requests an appropriate extension of time. It is Iwther beiieved that no 
fees are due, but if any fees or credits are due, the Commissioner is authorized to charge or 
deposit them to Deposit Account No. 502795. 

Respectfully submitted, 

/Shawn D. Sentilies./ 
Shawn D. Sentilies, Reg. No. 38,299 
TOIGl IT MEDICAL TECHNOLOGY, INC, 
(USPTO Customer No. 37902) 
5677 Airline Road 
Arlington, IN 38002 
Dated: September 29, 2006 Telephone: 901-867-43 1 4 
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